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Judging Criteria for Trademark Infringements

Dear Sir or Madam,

On 15 June 2020, the China National Intellectual Property Administration (“CNIPA”) issued the Judging Criteria for
Trademark Infringement (“Criteria”). The Criteria aim to implement the decisions of the State Council on
strengthening intellectual property protection and to reinforce the PRC Trademark Law and the Implementation
Regulations of the Trademark Law related enforcement. Please find below an overview on the key content.

Kind regards,
CMS, China

On 15 June 2020, the China National Intellectual Property Administration (“CNIPA”) issued the Judging Criteria for
Trademark Infringement (“Criteria”) to further implement the decisions and arrangements of the State Council on
strengthening intellectual property protection, reinforce the PRC Trademark Law and the Implementation Regulations
of the Trademark Law related enforcement through guidance, and unify the standards of law enforcement for the
local authorities and People’s Courts. The Criteria took effect immediately.

1. Background

Trademark infringement judgments require profound understanding of relevant laws and regulations because the
facts involved can be complex. This requires professionally trained lawyers or administrative personnel to apply
relevant laws and regulations when assisting trademark owners to resolve trademark disputes. However, relevant
trademark laws and regulations are usually prescribed as principles and guidance, which may not be very straight
forward for front-line administrative personnel to apply in practice. Front-line administrative personnel are usually
the first responders for most trademark disputes. In order to better implement the relevant trademark laws and
regulations, front-line administrative personnel need more straight forward guidance. Moreover, with the growing
Internet-related businesses, trademark disputes become diversified and complicated. Therefore, the issuance of
the Criteria is aimed at improving the trademark protection system, improving the level of law enforcement
protection, solving new scenarios and new problems in law enforcement, providing specific application guidance of
the trademark laws and regulations for law enforcement, and creating a highly transparent and predictable
intellectual property protection environment for market participants.

  
2. Key aspects of the Criteria

The key aspects of the Criteria are as follows:
   
 (1) Use of trademarks;
   
 (2) Identical and similar goods and services;
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 (3) Identical and similar trademarks;
   
 (4) Likelihood of confusion;
   
 (5) Constitution of trademark infringement;
   
 (6) Seller’s liability exemption;
   
 (7) Other noticeable provisions.
   
3. Use of trademarks

The Criteria clarify that the first step in determining whether there is a trademark infringement is to determine
whether the alleged infringement actions constitute a “trademark use” under the PRC Trademark Law. The
Criteria refine the definition of trademark use on goods, goods’ packaging or containers, and commercial
transaction documents, services, promotion, advertisement, exhibition, and other commercial activities for
identifying the source of goods and services as follows.

   

 
a) For trademark use on goods, goods’ packaging or containers or on commercial transaction documents of

goods, the specific forms include, but are not limited to:
   

  
– Attaching trademark to goods, goods’ packaging or containers or labels by means of direct affixing,

marking, ironing, weaving, or using the trademark on additional tags, instruction manual, introduction
brochure and price list of the goods;

    

  
– Applying trademark to transaction documents relating to sales of goods include goods sales contract,

invoice, note, receipt, inbound and outbound inspection and quarantine certificate, Customs declaration
forms, etc.

   

 
b) For trademark use at places of services, or on transaction documents of services, the specific forms include,

but are not limited to:
    

  
– Applying trademark in places of service directly, including introduction brochures, staff clothing, posters,

menus, price lists, business cards, lottery tickets, office stationery, correspondence papers and other
relevant articles used in the provision of services;

    

  
– Applying the trademark to documents and materials in connection with the service, such as invoices, bills,

receipts, remittance documents, service agreements, certificates for repair and maintenance, etc.
    

 
c) For trademark use in advertisements, exhibitions or other business activities, the specific forms include, but

are not limited to:
    

  
– Applying the trademark in media such as broadcasts, televisions, films and internet, in publications for

public circulation, in billboards or mailing advertisements, or in other advertising carriers;
    

  
– Using the trademark in exhibitions or expositions, including handing out printing materials, pictures of

exhibition booths, exhibition certificates and other materials that use the trademark in exhibitions or
expositions;

    

  
– Using the trademark on websites, instant messaging tools, social network platforms, applications, two-

dimensional codes, sign or decoration of the hall of the shop, etc.
    
 The clarification on trademark use at places of services or on transaction documents of services is a critical

supplement to Article 48 of the PRC Trademark Law, which only prescribed trademark use on goods. Unlike goods
where trademarks can be directly attached to, use of trademarks at places of services or on transaction
documents of services varies depend on the type of services or transaction document, such as restaurant
uniform, menu, business cards, coupon, invoice, etc. These determinations can be particularly difficult.

Further, when determining whether a trademark is used, the following factors shall be taken into consideration
comprehensively:

   
 (1) the user’s subjective intention;
   
 (2) the user’s method of use;
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 (3) the user’s method of promotion;
   
 (4) trade practice;
   
 (5) consumer perception, etc.
   
4. Identical and similar goods and services

The Criteria define the principle of determining identical and similar goods and services, and also clarify the
application of the Classification of Similar Goods and Services issued by the CNIPA based on the Nice Agreement
(“CNIPA Classification”) in trademark administrative law enforcement.

To determine whether goods or services are identical or similar, a comparison should be made between goods or
services that have been approved to use under the registered trademark and those goods and services designed
under the alleged infringing mark by referencing the CNIPA Classification. 

Determining identical or similar goods and services may look to be a straightforward comparison of the items
listed in the CNIPA Classification. However, in practice, not all goods and services approved to use are standard
items as listed in the CNIPA Classification because technology and market evolves much faster than the annual
renewal of the CNIPA Classification. The CNIPA Classification may not be able to be timely updated or adapted to
the latest technology or market change. Under such circumstances, determining whether goods and services are
identical or similar become even harder. Therefore, the Criteria provide definitions of identical and similar goods
and services as follows.

   

 

a) Identical goods and services 

Identical goods can be divided into two categories. First, if the name of goods actually produced and sold by
the alleged infringer is identical with the name of goods of another that is approved for use under a registered
trademark, then the goods shall be deemed as identical. Second, if the two names are different but are
identical or nearly identical in terms of function, purpose, main raw material, production department, target
consumer, sales channel and other aspects of the goods, and the relevant public generally considers them to
be identical goods, then the goods shall also be deemed as identical.

Similarly, identical services can be divided into two categories. First, if the name of service actually provided
by the alleged infringer is identical with the service of another that is approved for use under the registered
trademark, then the services shall be deemed as identical. Second, if the two names are different but are
identical or almost identical in terms of the purpose, content, method, provider, object, venue and other
aspects of the services, and the relevant public generally considers them to be identical services, then the
services shall also be deemed as identical.

   

 

b) Similar goods and services 

Similar goods refer to goods with certain commonalities in terms of function, purpose, main raw material,
production department, target consumer, sales channel, etc. 

Similar services refer to services with certain commonalities in terms of purpose, content, method, provider,
target, venue, etc.

Unlike determining identical goods and services, for determining similar goods and services the Criteria do not
require to consider whether the relevant public would generally consider the goods and services as similar.
This will help the local authorities and the judges at the People’s Court to less rely on their subjective mind
when determining the similarity of goods and services, and further assist the unification of law enforcement.

Another highlight in the Criteria regarding determining identical or similar goods and services is the use of the
CNIPA Classification. Article 12 of the Criteria specifically states that determination of whether goods or
services are identical or similar shall be made in reference to the CNIPA Classification. If the goods and
services are not listed in the CNIPA Classification, then the relevant public’s general understanding shall be
considered including the factors listed in 4a) and 4b).

   
5. Identical and similar trademarks 

To determine whether two marks are identical or similar, a comparison shall be made between the registered
trademark of the rights holder and the alleged infringing mark. When comparing the two marks, the standard to
be applied is the general attention and cognition ability of the relevant public. The identification methods shall be
isolated observation, overall comparison, and comparison of major parts of the two marks.
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According to the Criteria, in the following circumstances, an alleged infringing mark may be deemed as identical
or similar to the registered trademark:

   
 a) Identical trademarks

  

  
(1) For text trademarks:
  

 

– The formation and arrangement of texts are identical;
  
– Having made changes in the font style, capital or lower case, horizontal and vertical arrangements, the

space between texts, letters and numbers of the registered trademark, but there is no fundamental
difference from the registered trademark;

  
– Having made change in color of the registered trademark, not affecting the manifestation of the

distinctive features of the registered trademark;
  
– Adding to a registered trademark such contents as the generic commodity name, graphics or model

that lack any distinctive feature, not affecting the manifestation of the distinctive features of the
registered trademark.

  
(2) For graphic trademarks: the composition elements, expression forms, etc. are basically indistinguishable.
  
(3) For text-graphic combination trademarks: the text composition, graphic appearance, and the arrangement

and combination of the text and graphics are the same, the overall vision is basically indistinguishable.
  
(4) For three-dimensional trademarks: the prominent three-dimensional signs and prominent plane elements

are the same or have no fundamental difference.
  
(5) For color combination trademarks: the combination of colors and the way of arrangement are the same or

have no fundamental difference.
  
(6) For sound trademarks: the auditory perception is the same as the overall music image or has no

fundamental difference.
  

 b) Similar trademarks
   

 

 (1) For text trademarks: the shape, pronunciation and meaning of the texts are similar.
  
(2) For graphic trademarks: the design, coloring, and shape are similar.
  
(3) For text-graphic combination trademarks: the overall arrangement or combination and appearance are

similar.
  
(4) For three-dimensional trademarks: the shape and appearance of the three-dimensional sign are similar.
  
(5) For color combination trademarks: color or combination of color are similar.
  
(6) For sound trademarks: the auditory perception or the overall music image is similar.
  

 Further, in determining whether an alleged infringing mark is similar to a registered trademark of others, Part 3
(examination of identical or similar marks), 4 (examination of three-dimensional marks), 5 (examination of color
combination marks), and 6 (examination of sound marks) of the Trademark Review and Adjudication Standards
shall be taken into consideration.

Unlike the PRC Trademark Law and the Implementation Regulations of the Trademark Law, the Criteria categorize
the method of determination into text, graphic, text-graphic combination, three-dimensional, color, and sound
trademarks and specifically point to the Trademark Review and Adjudication Standards to assist local authorities
and judges at the People’s Court in determining the similarity between two marks.

 
6. Likelihood of confusion

In the judgment of trademark infringement, the likelihood to cause any confusion shall be taken into account in
the case of using similar marks on identical goods or services or using identical or similar mark on similar goods
or services. 
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The Criteria clarify the two circumstances that easily cause confusion under the PRC Trademark Law:
 

 
a) For direct confusion, it is sufficient to make the relevant public believe that the alleged infringing goods or

services are produced or provided by the owner of the registered trademark; and
   

 

b) For indirect confusion, it is sufficient to make the relevant public believe that there exists a relationship of
investment, licensing, alliance or cooperation between the provider of the alleged infringing goods or services
and the owner of the registered trademark.

The trademark enforcement authorities shall comprehensively consider the following factors and the mutual
influence of various factors in their judgment on whether use of a mark is likely to cause confusion:

   

  

(1) Similarity of the marks;
  
(2) Similarity of the goods or services;
  
(3) Prominence and fame of the registered trademark;
  
(4) Features of the goods or services and the manner in which the trademark is used;
  
(5) Degree of attention and cognition ability of the relevant public; and
  
(6) Other relevant factors.
  

 Following the likelihood of confusion principle stipulate in Article 57(2) of the PRC Trademark Law, the Criteria
include both direct and indirect confusion under the likelihood of confusion umbrella. Particularly, the inclusion of
indirect confusion may assist local authorities in determining confusion.

  
7. Constitution of trademark infringement

The Criteria reference relevant administrative replies and judicial interpretations to provide the factors to be
considered when determining whether a specific circumstance constitutes as trademark infringement. These
factors can be generally categorized as (i) non-standard use of registered trademarks, (ii) sale of products that
infringe registered trademarks, and (iii) assisting in an infringement. These factors may assist in unifying
judgement of trademark infringement for local authorities and judges at the People’s Court.

   
 a) Non-standard use of registered trademarks
   

  

(1) Unauthorized change of registered trademarks or combined use of several registered trademarks.
  
(2) Prominent use of other’s registered trademark as corporate name without authorization.
  
(3) Applying color of a registered trademark that does not designate a color for the purpose of free riding.
  

 b) Sale of products that infringe registered trademarks
   

  

(1) Undertaker’s use of infringing goods in the business activities of contracting labor and material for
processing.

  
(2) Business operator’s use of infringing goods as a gift in the sale of other goods.
  

 c) Assisting in an infringement
   

  

(1) Market organizers, exhibition organizers, counter lessors, e-commerce platforms or any other operators
clearly know or ought to have known a trademark infringement but failed to stop such infringement or
failed to take necessary measures to stop such infringement after being notified by the trademark
enforcement authorities or being notified by the trademark owner;

  
(2) Unauthorized use of registered trademark as domain name and carry out e-commerce transactions of

related goods or services through such domain name.
  

8. Seller’s liability exemption

The Criteria specify the relevant requirements for sellers of alleged infringing goods or services to be exempted
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from liability, clarify circumstances that do not constitute as selling without knowledge of trademark infringement
and relevant conditions to satisfy the requirement of the provider of the alleged infringing goods.

Paragraph 2 of Article 60 of the PRC Trademark Law states that “in the case of persons who engage in sale of
goods which infringe upon exclusive rights to use registered trademarks without knowledge of the infringement, if
it can be proven that the goods are obtained legitimately and the supplier of the infringing goods can be
provided, the persons will be only ordered to stop selling the infringing goods” In practice, determining what
constitutes “without knowledge of the infringement” can be difficult for the front-line administrative personnel.
Therefore, the Criteria specify the following circumstances that do not constitute “selling goods that infringe the
exclusive right to use a registered trademark without knowledge of such infringement” under Paragraph 2 of
Article 60 of the PRC Trademark Law:

   

 
(1) The purchasing channel fails to meet the commercial practice and the price is obviously lower than the market

price;
   

 
(2) Where the enterprise refuses to provide accounts, sales records and other accounting vouchers, or the

accounting vouchers are falsified;
   

 
(3) Transferring or destroying physical evidence, or providing false proof or information, after the case has been

discovered; Committing similar violations again after being punished for such violations;
   
 (4) Committing similar violations again after being punished for such violations;
   
 (5) Any other circumstance where it is clear that the party concerned knows or should have known.
   
 For the purpose of Paragraph 2 of Article 60 of the PRC Trademark Law, the term “the supplier of infringing goods

can be provided” means that the alleged infringer should proactively provide the name, business address, contact
information and other accurate information or clues of the supplier of the alleged infringing goods.

  
9. Other noticeable provisions

The Criteria also provided the following noticeable provisions that are worthy of trademark owner’s attention.
   

 

a) Conflict between trademark and other intellectual property rights

Where the alleged trademark infringement is defended by arguing that there is a design patent or work
copyright, if the application date for the registered trademark is prior to the application date for the design
patent, and prior to the evidence proved date of completion of the copyright work, the trademark enforcement
authorities may investigate the case of trademark infringement based on the rights of the registered
trademark.

   

 

b) Prior use of unregistered trademarks

The term “trademark that has certain influence” as specified in Paragraph 3 of Article 59 of the PRC
Trademark Law refers to any unregistered mark that has been used in the PRC and is well-known to the
relevant public within a certain scope. Such unregistered trademarks can be continuously used within the
original scope of use if the other party has obtained the same trademarks registrations. Determination of an
unregistered trademark that has certain influence shall consider the following factors: period of continuous
use of the trademark, sales volume, turnover, advertising and publicity, and other relevant factors.

Under the following circumstances, the users shall not be deemed as using the unregistered trademark
continuously within the original scope of use:

   

  

(1) Adding specific goods or services into which the trademark is used;
  
(2) Changing the design, text, color, structure or writing style of the trademark, except for changes made for

the purpose of distinguishing the trademark from registered trademark of others;
  
(3) Other circumstances beyond the original scope of use.
  

 

c) Identification opinions from the trademark owner

In the course of investigation of a trademark infringement case, the trademark enforcement authorities may
require the trademark owner to issue a written opinion of identification on whether the alleged infringing
goods are manufactured by the trademark owner or manufactured under licensing from the trademark owner.
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Where the alleged infringers have no rebuttal evidence to deny the identification opinion, the trademark
enforcement authorities shall adopt such identification opinion as evidence.

   
Conclusion

The Criteria follow the State Council’s decision to strengthen intellectual property protection by providing specific
guidance on trademark enforcement. The Criteria provide guidance through numerous lists of factors for use of
trademarks, identification of similar goods and services, identification of similar trademarks, likelihood of confusion,
constitution of trademark infringement, exemption of seller’s liability, conflict between trademark and other
intellectual property rights, prior use of unregistered trademarks, and issuance of identification opinions from the
trademark owner. These are areas where disputes occur most often in trademark enforcement actions carried out by
both administrative departments and People’s Courts. The factors stipulated in the Criteria not only will have
immediate and significant impact for the local authorities and the judges at the People’s Court to apply the same
standard factors in determining trademark infringement, but also provide insights to trademark owners on whether
they can launch legal actions against an alleged infringing third-party.

In case you have questions or for further information, please contact the authors of this newsletter:

Austin Chang
Associate
CMS, China 

T +86 21 6289 6363 
E austin.chang@cmslegal.cn

Panpan Tang
Associate 
CMS, China

T +86 21 6289 6363 
E panpan.tang@cmslegal.cn
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About CMS, China 

关于 CMS, 中国 

CMS is one of the top 10 global law firms. With more 

than 4,800 professional legal and tax advisors in 

over 70 offices in more than 40 countries, we advise 

clients on both global and local matters and provide 

pragmatic and commercial advice. 

 

CMS, China has been advising clients on doing 

business in China for several decades. As one of the 

top international law firms in China, we are able to 

support international companies and Chinese 

enterprises on all their legal needs through our full 

service offering. We advise in the areas of M&A, 

corporate restructuring, FDI, distribution and 

commercial, competition, compliance, employment, 

banking and finance, insurance, real estate and 

construction, technology licenses, IP registration 

and enforcement, dispute resolution as well as tax 

and customs. 

 
Our team of legal experts are from China, Germany 

and the UK, and have an in - depth knowledge and 

understanding in many industrial sectors such as 

automotive, manufacturing, machinery and 

equipment, life sciences and healthcare, energy, 

banking & finance and TMC. We focus on serving the 

needs of our clients and on providing them with 

solution driven and business-oriented advice. 

 

作为全球最大的法律与税务服务机构之一，CMS通

过旗下遍布于 40 多个国家超过 70 个办公室的

4,800 多名律师，提供覆盖全球及本土化的商业可

行性解决方案。 

 

如今，CMS在中国服务客户已有数十年的历史。作

为中国最大的外资律所代表处之一，CMS, 中国专

注于并购、公司重组、外商直接投资、分销和商

法、竞争法、合规、劳动法、银行 和金融、保险、

房地产和建筑、技术许可、知识 产权注册与执行、

争议解决及税务和海关等各个领域， 为国际与中国

公司提供全方位的法律咨询服务。 

 

我们的顾问团队由来自中国、德国和英国的专家组

成，对汽车、制造、机械设备、生命科学和医疗保

健、能源、银行金融以及技术、传媒与通讯等行业

领域有着全面深入的了解。我们注重为客户提供实

际有效的咨询和解决方案， 以帮助客户达到既定商

业目标。 

 

3108 Plaza 66, Tower 2, 1266 Nanjing Road 
West, Shanghai 200040 P.R.China 
上海市南京西路 1266 号恒隆广场 2 期 3108 室 

Phone/ 电话: + 86 21 6289 6363 

Fax/ 传真: + 86 21 6289 0731 

Web/ 网址: https://cms.law/ en/ chn/ 

Email/ 电邮: info@cmslegal.cn 

 

Welcome to follow our WeChat where you 
will find the updated legal insights and news. 

欢迎扫码关注我们的微信公众号，在这里您可以获

取最新的法律资讯和新闻。 
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